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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1,4-12, 14, 15, 17-20, 22, 23, 41-43 and 45-47 are rejected under 35 
U.S.C. 102(b) as being clearly anticipated by Remillard (5,461 ,667) (of record). 

As to claim 1, Remillard discloses a communication system for a digital television 
system (Fig. 1) including: 

an interactive response system (20) in communication with a television system 
(50, Fig. 1) being contained within a set-top box (see Figs. 1 and 2; column 5, lines 27- 
44) that is in communication with the television (column 6, lines 7-13) and that receives 
digital television services (column 3, lines 7-9, column 5, lines 21-26 and column 9, lines 
41-61 ), and being arranged to accept an input from a user (user input to select a 
feature; Fig. 3; column 6, lines 29-42) in response to an output signal produced by the 
television (Fig. 3; column 6, lines 7-13 and 29-34),. 

the interactive response system then being operative to trigger a communication 
between the user and a remote third party (Figs. 1 and 4; column 7, lines 12-14 and 
lines 35-48), 
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wherein the communication is dependent upon the output signal produced by the 
television (column 6, lines 29-34 and column 7, lines 2-17). 

As to claim 4, Remillard discloses wherein the interactive response system is 
downloaded into the set top box upon first use of the input by a user (column 5, lines 
44-56); and 

wherein the output signal is produced by a remote control (52) to the set top box 
(column 6, lines 29-42) and from the set top box to a headend (Fig. 1 ; column 6, lines 
29-42 and column 7, lines 35-48). 

As to claim 5, Remillard discloses a processing system (30) in communication 
with the interactive response system (Fig. 1; column 4, lines 36-54), wherein the 
interactive response system triggers a communication by communicating details of the 
output signal to the processing system (column 7, lines 24-28), the processing system 
being arranged to determine the communication to be triggered in dependence on the 
output signal and to initiate the communication (Fig. 1; column 9, lines 4-12). 

As to claim 6, Remillard discloses wherein the processing system is arranged to 
determine the mode of communication in dependence on the output signal (column 9, 
lines 4-11). 
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As to claim 7, Remillard discloses wherein the processing system is arranged to 
determine the content of the communication in dependence on the output signal 
(column 9, lines 4-11). 

As to claim 8, Remillard discloses wherein the interactive response system 
communicates with the processing system via a communication network (Fig. 1). 

As to claim 9, Remillard discloses wherein the communication network is one of 
a public service telephone network and a cellular network (column 4, lines 41-45). 

As to claim 10, Remillard discloses wherein the communication network is a 
cable network (column 4, lines 42-45). 

As to claim 1 1 , Remillard discloses wherein the processing system is in a 
location remote to the user (Fig. 1) and is arranged to server a plurality of users (column 
4, lines 36-55). 

As to claim 12, Remillard discloses the output signal represents an email (Fig. 3; 
column 6, lines 43-64). 

As to claim 14, Remillard discloses wherein the remote third party is a telephone 
associated with the sender of the output signal (column 9, lines 4-15), and wherein the 
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interactive response system is operative to trigger a telephone call between a telephone 
associated with the user and the telephone associated with the sender of the output 
signal (column 9, lines 4-15). 

As to claim 15, Remillard discloses wherein the remote third party is a voicemail 
system associated with a sender of the output signal (column 9, lines 4-15), and 
wherein the interactive response system is operative to trigger a telephone call between 
a telephone associated with the user and the voicemail system (Fig. 6B; column 9, lines 
4-15). 

As to claim 17, Remillard discloses wherein the output signal represents an 
information page (Fig. 3). 

As to claim 18, Remillard discloses wherein the interactive response system is 
operative to trigger a telephone call between a telephone associated with the user and 
the telephone associated with the sender of the output signal (column 9, lines 4-15). 

As to claim 19, Remillard discloses wherein the interactive response system is 
operative to transmit a request to the remote third party (column 9, lines 28-51 ), the 
request comprising information on a content of the output signal and information on the 
user (column 9, lines 28-53), wherein the remote third party uses the information to 
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communicate with the user about the content (column 9 t lines 28-53 and column 6, lines 
58-64). 

As to claim 20, Remillard discloses wherein the request is communicated 
electronically to a computer system associated with the output signal (column 9, lines 
28-53). 

As to claim 22, Remillard discloses wherein the remote third party communicates 
with the user via email (column 6, lines 58-64). 

As to claim 23, Remillard discloses an interactive response method for a digital 
television system (Fig. 1) comprising: 

accepting an input from a user in response to an output signal produced by a 
television of the digital television system (user input to select a displayed feature; Fig. 3; 
column 6, lines 29-42), the input being accepted at a set-top box (see Figs. 1 and 2; 
column 5, lines 27-44) that is arranged to be in communication with the television 
(column 6, lines 7-13) and that receives digital television services (column 3, lines 7-9, 
column 5, lines 21-26 and column 9, lines 41-61); and 

triggering a communication between the user and a remote third party (Figs. 1 
and 4; column 7, lines 12-14 and lines 35-48), wherein the communication is dependent 
upon the output signal produced by the television (column 6, lines 29-34 and column 7, 
lines 2-17). 
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As to claim 41, Remillard discloses a computer readable medium (Fig. 2) on 
which is stored a computer program of instructions (column 5, lines 28-55) for a set top 
box for an interactive system for a digital television system (Fig. 1) comprising, in 
combination: 

means for enabling the set top box to accept an input from a user (IR detector, 
132; column 6, lines 24-29) in response to an output signal produced by a television of 
the digital television system (user input to select a displayed feature; Fig. 3; column 6, 
lines 29-42), the set top box being in communication with the television (column 6, lines 
7-13) and operable to receive digital television services (column 3, lines 7-9, column 5, 
lines 21 -26 and column 9, lines 41 -61 ); and 

means for enabling the set top box to trigger (CPU, 100) a communication 
between the user and a remote third party (Figs. 1 and 4; column 7, lines 12-14 and 
lines 25-48), wherein the communication is dependent upon the output signal produced 
by the television (column 6, lines 29-34 and column 7, lines 2-17). 

As to claim 42, Remillard discloses wherein the means for enabling the set top 
box to trigger a communication comprises: 

means for enabling the computer to communicate details of the output signal to a 
processing system (Fig. 1; column 4, lines 36-54 and column 7, lines 24-28); 

means for enabling the processing system to determine the communication to be 
triggered in dependence on the signal (column 9, lines 4-12); and 
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means for enabling the processing system to instigate the communication 
(column 9, lines 4-12). 

As to claim 43, Remillard discloses means for enabling the set top box to 
download a remainder of the computer program upon first use of the input by a user 
(column 5, lines 57-63 and column 8, lines 35-37). 

As to claim 45, Remillard discloses a program storage device readable by a 
machine and encoding a program of instructions for executing the method steps of 
claim 23 (column 5, lines 28-56). 

As to claim 46, Remillard discloses a set top box adapted to provide an 
interactive response system (Fig. 2) comprising: 
a processor (CPU, 100), and 

a memory (100 and 102) including software instructions adapted to enable the 
computer system to perform operations (column 5, lines 28-56) comprising: 

accepting an input from a user in response to an output signal produced by a 
television of the digital television system (user input to select a displayed feature; Fig. 3; 
column 6, lines 29-42), the set top box being in communication with the television 
(column 6, lines 7-13) and adapted to receive digital television services (column 3, lines 
7-9, column 5, lines 21-26 and column 9, lines 41-61); and 
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triggering a communication between the user and a remote third party (Figs. 1 
and 4; column 7, lines 12-14 and lines 35-48), wherein the communication is dependent 
upon the output signal produced by the television (column 6, lines 29-34 and column 7, 
lines 2-17). 

As to claim 47, Remillard discloses a computer program product for enabling a 
set top box to provide an interactive response system for a digital television system 
comprising software instructions for enabling the set top box to perform predetermined 
operations (column 5, lines 28-56), and a computer readable medium bearing the 
software instructions (Fig. 2), the predetermined instructions including: 

accepting an input from a user in response to an output signal produced by a 
television of the digital television system (user input to select a displayed feature; Fig. 3; 
column 6, lines 29-42), the set top box being in communication with the television 
(column 6, lines 7-13) and being operable to receive digital television services (column 
3, lines 7-9, column 5, lines 21-26 and column 9, lines 41-61); and 

triggering a communication between the user and a remote third party (Figs. 1 
and 4; column 7, lines 12-14 and lines 35-48), wherein the communication is dependent 
upon the output signal produced by the television (column 6, lines 29-34 and column 7, 
lines 2-17). 



Claim Rejections - 35 USC § 103 
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3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2, 3, 21, 24-30, 32, 33, 35-40 and 44 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Remillard. 

As to claim 2, while Remillard discloses wherein the communication system is a 
set top box, he fails to specifically disclose wherein the set top box is integrated in a 
digital television. 

The examiner takes Official Notice that it was notoriously well known in the art at 
the time of invention by applicant to integrate the hardware and functionality into a 
digital television, which then reduces the overall hardware required by the user, for the 
typical benefit of providing a simpler, more user friendly system, requiring less 
components and eliminating the need to interconnect plural devices. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to modify Remillard's system to include wherein the set top box is 
integrated in a digital television for the typical benefit of providing a simpler, more user 
friendly system, requiring less components and eliminating the need to interconnect 
plural devices. 

As to claim 3, while Remillard discloses wherein the set top box communicates 
with a television provider (column 3, lines 7-9 and column 9, lines 41-53) and 
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wherein the interactive response system triggers the communication via a digital 
network, he fails to specifically disclose wherein the communication is via a digital 
television network. 

The examiner takes Official Notice that it was notoriously well known in the art at 
the time of invention by applicant for a television network to provide both upstream and 
downstream communication across a digital television network, as opposed to utilizing a 
separate network such as a telephone system, for the typical benefit of providing a 
simpler system, wherein a single cable connection with a set top box would provide two- 
way communication, and thus eliminate the need to interconnect with a plurality of 
different networks, such as through a separate wire to a telephone jack. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to modify Remillard's system to include wherein the 
communication is via a digital television network for the typical benefit of providing a 
simpler system, wherein a single cable connection with a set top box would provide two- 
way communication, and thus eliminate the need to interconnect with a plurality of 
different networks, such as through a separate wire to a telephone jack. 

As to claim 24, while Remillard discloses wherein the set top box communicates 
with a television provider (column 3, lines 7-9 and column 9, lines 41-53) and wherein 
the step of accepting comprises receiving the input at a set top box arranged to 
communicate with the digital television system (see Figs. 1 and 2; column 5, lines 27- 
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44, column 6, lines 29-42 and column 9, lines 41-53), he fails to specifically disclose 
wherein the communication is via a digital television network. 

The examiner takes Official Notice that it was notoriously well known in the art at 
the time of invention by applicant for a television network to provide both upstream and 
downstream communication across a digital television network, as opposed to utilizing a 
separate network such as a telephone system, for the typical benefit of providing a 
simpler system, wherein a single cable connection with a set top box would provide two- 
way communication, and thus eliminate the need to interconnect with a plurality of 
different networks, such as through a separate wire to a telephone jack. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to modify Remillard's system to include wherein the 
communication is via a digital television network for the typical benefit of providing a 
simpler system, wherein a single cable connection with a set top box would provide two- 
way communication, and thus eliminate the need to interconnect with a plurality of 
different networks, such as through a separate wire to a telephone jack. 

As to claim 25, Remillard discloses communicating details of the output signal 
from the set top box to a processing system (Fig. 1; column 4, lines 36-54 and column 
7, lines 24-28); 

determining at the processing system the communication to be triggered in 
dependence on the output signal (Fig. 1; column 9, lines 4-12); and 
initiating the communication (Fig. 1; column 9, lines 4-12). 
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As to claim 26, Remillard discloses determining a type of communication in 
dependence on the output signal (column 9, lines 4-11). 

As to claim 27, Remillard discloses determining content of the communication in 
dependence on the output signal (column 9, lines 4-11). 

As to claim 28, Remillard discloses communicating via one of a communication 
network (Fig. 1), a public service telephone network (column 4, lines 41-45) and a cable 
network (column 4, lines 42-45). 

As to claim 29, Remillard discloses downloading computer program code 
corresponding to the interactive response method into the set top box upon first use of 
the input by a user (column 5, lines 44-56). 

As to claim 30, Remillard discloses wherein the output signal represents an email 
(Fig. 3; column 6, lines 43-64). 

As to claim 32, Remillard discloses triggering a telephone call between a 
telephone associated with the user and the telephone associated with the sender of the 
output signal (column 9, lines 4-15). 
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As to claim 33, Remillard discloses triggering a telephone call between a 
telephone associated with the user and a voicemail system (Fig. 6B; column 9, lines 4- 
15). 

As to claim 35, Remillard discloses wherein the output signal represents an 
information page (Fig. 3). 

As to claim 36, Remillard discloses triggering a telephone call between a 
telephone associated with the user and a telephone system associated with the sender 
of the output signal (column 9, lines 4-15). 

As to claim 37, Remillard discloses generating a request (column 9, lines 28-51), 
the request comprising information on a content of the output signal and information on 
the user (column 9, lines 28-53), and transmitting the request to the remote third party 
(column 9, lines 28-51), wherein the remote third party uses the information to 
communicate with the user about the content (column 9, lines 28-53 and column 6, lines 
58-64). 

As to claim 38, Remillard discloses communicating the request electronically to a 
computer system associated with the output signal (column 9, lines 28-53). 
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As to claim 40, Remillard discloses wherein the remote third party communicates 
with the user via email (column 6, lines 58-64). 

As to claims 21 and 39, while Remillard discloses transmitting a request to a 
computer system associated with the output signal (column 9, lines 28-51) and the use 
of email (column 6, lines 29-64), he fails to specifically disclose wherein the request is 
an email. 

The examiner takes Official Notice that it was notoriously well known in the art at 
the time of invention by applicant to transmit requests utilizing the ubiquitous email 
format, such as when requesting additional information concerning an item or to order a 
product or service, for the typical benefits of taking advantage of a widely accepted and 
utilized communication format to allow a user to make a request. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to modify Remillard's system to include wherein the request is an 
email for the typical benefits of taking advantage of a widely accepted and utilized 
communication format to allow a user to make a request. 

As to claim 44, Remillard discloses wherein the output signal represents an email 
(Fig. 3; column 6, lines 43-64). 
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5. Claims 13 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Remillard as applied to claims 12 and 30 and further in view of Dugan et al. 
(Dugan) (6,330,079) (of record). 

As to claims 13 and 31 , while Remillard discloses wherein the remote third party 
is a voice recording system arranged to record a voice message as an electronic file 
(column 9, lines 4-1 1 ), wherein the interactive response system is operative to trigger a 
telephone call between a telephone associated with the user and a third party (column 
9, lines 4-1 1 ), the communication system being arranged to transmit the communication 
to the sender of the output signal (column 9, lines 4-26) and email messages (column 6, 
lines 29-64), he fails to specifically disclose triggering a call from the user to record an 
electronic file and transmitting the electronic file as an attachment to an email. 

In an analogous art, Dugan discloses multi-format transmission platform (column 
3, line 63-column 4, line 19) which includes speech to text software (column 16, lines 
41-56) to allow the conversion of voice messages to any other format (including email; 
column 16, lines 41-56) and transmitting the email message (column 16, lines 41-56) for 
the typical benefit of allowing messages to be converted into any format the subscriber 
desires (column 16, lines 53-56). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to modify Remillard's system to include triggering a call from the 
user to record an electronic file and transmitting the electronic file as an attachment to 
an email, as taught by Dugan, for the typical benefit of allowing messages to be 
converted into any format the subscriber desires. 
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6. Claims 16 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Remillard as applied to claims 1 and 23 above, and further in view of Merwin et al. 
(Merwin) (6,731,725) (of record). 

As to claims 16 and 34, while Remillard discloses a voice recording system 
arranged to record voice messages as electronic files (column 9, lines 6-20), the 
interactive response system being operative to trigger a telephone call between a 
telephone associated with the user and the voice recording system (column 9, lines 6- 
20), he fails to specifically wherein the output signal represents a future date and/or 
time, recording a voice message as an electronic file, the communication system 
associating the electronic file with the future date and/or time and being arranged to call 
a telephone associated with the user on the date and/or time and play the electronic file 
to the user. 

In an analogous art, Merwin discloses a communication system (Fig. 1) wherein 
a user will call a voice recording system (column 5, lines 29-31 ) to record a voice 
message as an electronic file (column 5, lines 56-60) and wherein the user will specify a 
future date and time for the electronic file to be output (column 5, lines 48-52) to enable 
the system to call the user on the specified date and time (column 5, line 63-column 6, 
line 2) and play the electronic file to the user (column 6, lines 3-9) for the typical benefit 
of allowing users to automatically provide future reminder messages to themselves 
(column 3, line 50-column 4, lines 13). 
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It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to modify Remillard's system to include wherein the output signal 
represents a future date and/or time, recording a voice message as an electronic file, 
the communication system associating the electronic file with the future date and/or time 
and being arranged to call a telephone associated with the user on the date and/or time 
and play the electronic file to the user, as taught by Merwin, for the typical benefit of 
allowing users to automatically provide future reminder messages to themselves. 

Response to Arguments 

7. Applicant's arguments filed 02/21/06 have been fully considered but they are not 
persuasive. 

a. On pages 12-14, of applicant's response, applicant argues that the 
electronic device of Remillard is not a set top box and does not receive television 
services. 

In response, as clearly indicated in the rejections above, Remillard 
specifically discloses wherein the device can both receive television 
programming from a television station (see Figs. 1 and column 3, lines 7-9) and 
communicate pay-per view programming orders upstream to the television 
provider (column 9, lines 41-61). The device of Remillard clearly meets the claim 
limitation of a set top box and applicant's arguments are not persuasive. 
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b. The Official Notice presented in the prior office action stated that it was 
notoriously well known in the art to transmit requests utilizing the ubiquitous 
email format, such as when requesting additional information concerning an item 
or to order a product or service, was not traversed and is accordingly taken as an 
admission of the fact noted. 



Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1.8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 



Application/Control Number: 09/917,760 
Art Unit: 2623 



Page 20 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. ( ) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Registration Number: 

Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
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